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! Application for patent filed June 9, 1993. According to
appel lants, this application is a continuation of Application
07/ 747,477, filed August 13, 1991; which is a continuation of

Application 07/399,567, filed August 23, 1989.
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This is a decision on an appeal fromthe final rejection
of claims 1, 2, 10, 11 and 19 which are all of the clains
remai ning in the application.

The subject matter on appeal relates to a nmethod of
reformng a surface of a plastic article to provide a |eather-
i ke touch to the surface of the plastic article conprising
coating the surface with a pol yuret hane pai nt made of
pol yest er pol yol and hexanet hyl ene diisocyanate to thereby
forma coated filmhaving certain characteristics. Further
details of this appeal ed subject matter are set forth in
representative i ndependent claiml1, a copy of which taken from
the appellants’ brief is appended to this decision.

The references relied upon by the examner in the

rejections before us are:

Wagner et al. 3, 836, 423 Sep. 17, 1974
(Wagner)

Manabe et al. 4,551, 387 Nov. 5, 1985
( Manabe)

Al of the appeal ed clains stand rejected under the first
par agraph of 35 U. S.C. 8§ 112 “as failing to provide an
adequate witten description of the invention” (answer, page 2

and page 3).
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Claims 1 and 2 stand rejected under 35 U. S.C. 8§ 102(b) as
bei ng antici pated by either Manabe or Wagner.

Clainms 10 and 19 stand rejected under 35 U.S.C. § 102(hb)
or section 103 as being anticipated by or obvious over \Wagner.

Finally, claim1ll stands rejected under 35 U.S.C. § 103
as bei ng unpat entabl e over Wagner.

The cl ai n8 on appeal have been separately grouped and
argued in the manner set forth on page 4 of the brief.

We refer to the brief and reply brief and to the answer
for a conplete exposition of the opposing viewoints expressed
by the appellants and the exam ner concerning the above noted
rej ections.

CPI NI ON

We can not sustain any of the rejections advanced by the
exam ner on this appeal.

Concerning the section 112, first paragraph, rejection,
the record before us reflects confusion on the exam ner’s part
as to the distinction between the witten description and the
enabl ement requirenents set forth in this paragraph. For
exanple, while the examner insists that his rejection is

based upon the witten description requirenent, his rationale
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and criticisns concerning this rejection plainly relate to the
enabl enment requirenent. In any event, it is clear to us that
the clains on appeal satisfy both the witten description and
enabl enent requirenents for the reasons expressed by the
appel | ants on pages 5 through 9 of the brief. It follows that
we w Il not sustain the examner’'s section 112, first

par agr aph, rejection of clainms 1, 2, 10, 11 and 19.

As for the section 102 rejection based upon Manabe, it is
the examner’s position that certain “limtations of the base
claim i.e. the paint forns a coated filmhaving specific
properties and the paint is a polyester system are non-
patentable article limtations in a nethod clainf (answer,
pages 3-4) and that such “limtations set forth above do not
affect the [clained] nethod in a mani pul ati ve sense and
therefore cannot be held patentably limting” (answer, page
4). The examner is incorrect. The properties set forth in
appeal ed claim 1 define the here clai med net hod whereby the
desired |l eather-like touch is obtained, and all limtations
nmust be accounted for in the prior art rejection under review.
As argued by the appellants and inpliedly acknow edged by the

exam ner, the disclosure of Manabe does not satisfy these
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property limtations, and accordingly the section 102(b)
rejection of clainms 1 and 2 over this reference al so can not
be sustai ned.

Wagner |ikewi se fails to disclose at | east sone of the
af orenenti oned properties of the independent clains on appeal.
However, as an alternative to the unacceptable position that
such properties are not “patentably limting”, the exam ner
urges that these properties are inherently possessed by
pat entee’ s pol yurethane fil mand accordingly that Wagner
antici pates the appellants’ independent clains. This
i nherency position is based upon the fact that patentee’s
pol yuret hane fil mnmay be made from a pol yester polyol and a
di i socyanate such as n-hexyl diisocyanate and the fact that
this polyurethane filmis intended to provide the substrate
(such as a plastic substrate) upon which it is placed with
“the aesthetic appeal of leather” (colum 1, line 21). As yet
anot her alternative position under section 103 with respect to
I ndependent “arrangenent” clains 10 and 19, the exam ner
contends that “it would have been obvious to optim ze the

physi cal properties of the Wagner . . . products to within the
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instantly clainmed ranges in order to nmaxim ze the |eather-1ike
touch desired by the patent” (answer, page 5).

It is inportant to here clarify that the Wagner patent
contains no teaching of the desirability or mechani smfor
achieving a “leather-1like touch” as the exam ner seens to
believe. Instead, as previously indicated, patentee teaches
providing a substrate with “the aesthetic appeal of |eather”
via the use of a polyurethane filmwhich exhibits perneability
or “breathability” (e.g., see lines 8 through 24 in colum 1
and lines 3 through 10 in colum 2). The record presented to
us by the exam ner contains nothing to support a belief that
Wagner’s pol yurethane fil mwhich possesses the characteristics
of “breathability” and “the aesthetic appeal of |eather” would
necessarily and inherently al so possess the characteristics of
the “leather-1like touch” and the properties recited in the
i ndependent cl ains on appeal. Stated otherw se, the
examner’s inplicit presunption that Wagner’s fil m possesses
the characteristic of a “leather-like touch” and thus
i nherently possesses the here cl ai med properties which produce
this characteristic constitutes nere conjecture on the

examner’s part. This is plainly inadequate to support the
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exam ner’ s i nherency position and the section 102 rejection
based thereon as expl ained by the appellants in their brief
(e.g., see pages 11-16).

The exam ner’s obvi ousness conclusion and the section 103
rejection based thereon are simlarly defective. That is,
even if the physical properties of Wagner’s products were
opti m zed as urged by the exam ner, this optimzation would
have been made in order to achieve patentee’ s desired
characteristics of “breathability” and “the aesthetic appea
of leather”, and it would be pure conjecture to presune that
opti m zed properties which yield such characteristics would be
the sane as or even overlap the properties which yield a
“l eather-1ike touch” in accordance with the appeal ed cl ai ns.

In light of the foregoing, we also can not sustain the
exam ner’s section 102 and 103 rejections of the appeal ed
cl ai nrs over \Wagner.

The decision of the exam ner is reversed.

REVERSED
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